AMENDMENT AND RESPONSE UNDER 37 CFR § 1.111 Page3 

Serial Number: 09/240456 Dkt: 684.002US1 

Filing Date: January 29, 1999 

Title: IMPROVED COMPUTERIZED PATENT AND TRADEMARK FEE PAYMENT METHOD AND SYSTEM 

IN THE CLAIMS 

Please amend the claims as shown in the following detailed claim listing. The detailed 
claim listing is intended to reflect amendment of claims 1-2, 5-6, 14-17, 20-22, 24, 30-33, 42-43, 
and no cancellation or addition of claims. The specific amendments to individual claims are 
detailed in the following detailed claim listing. 



W e claim: What is claimed: 

1 . (Currently Amended) A computer-implemented method for managing patent and 
trademark fees comprising: 

inputting identification information for a patent or trademark matter of a client of a law 
firm and a requested fee associated with the matter for payment to an agency as data representing 
the identification information into a computer workstation; 

issuing a charge for the requested fee at the computer workstation for transmittal to the 
agency, the charge payable against an account maintained at least in part by an organization 
separate from the law firm for the client, the account initially funded by the client such that the 
account has a positive balance; and[[,]] 

generating a client invoice including the charge for the requested fee to replenish the 
account maintained by the organization so that upon payment by the client [the account 
continually retains] a positive balance is maintained . 

2. (Currently Amended) The method of claim 1, further comprising: 

receiving notice of an event for the matter of the client of the firm that will require a 
second fee associated with the matter for payment to the agency by a due date; and 

generating a second client invoice including a charge for the requested fee to pre-fund the 
account maintained by the organization such that upon payment by the client prior to the due 
date the account has a sufficient positive balance to cover the second fee. 
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3. (Original) The method of claim 2, wherein the charge included on the second client 
invoice for the requested fee is less than the requested fee, the account having a positive balance 
less than the requested fee. 

4. (Original) The method of claim 2, wherein generating the second client invoice 
comprises generating the second client invoice at an accounting computer system of the firm. 

5. (Currently Amended) The method of claim 2, wherein generating the second client 
invoice comprises: 

generating the charge for the requested fee at a fee computer system of the organization; 
transmitting data regarding the charge from the fee computer system to an accounting 
computer system of the firm; and[[,]] 

generating the second client invoice at the accounting computer system. 

6. (Currently Amended) The method of claim 2, wherein receiving notice of the event 
comprises: 

receiving notice of the event at an accounting computer system of the firm; and[[,]] 
transmitting data regarding the event from the accounting computer system to a fee 
computer system of the organization. 

7. (Original) The method of claim 1, further comprising tracking a payment made by the 
client as covering one of an already made charge for a requested fee associated with a matter for 
payment to the agency and a charge to be made for a requested fee associated with a matter for 
payment to the agency. 

8. (Original) The method of claim 7, further comprising issuing a refund to the client for 
regular payment made thereby for charges to be made requested fees associated with a matter for 
payment to the agency. 
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9. (Original) The method of claim 1, wherein payment made by the client comprises a 
charging of one of a credit card and a charge card of the client. 

10. (Original) The method of claim 9, wherein the charging is automatic. 

1 1 . (Original) The method of claim 9, wherein the one of the credit card and the charge card 
comprises one of a Visa card, a MasterCard card, an American Express card, an Optima card, 
and a Discover card. 

12. (Original) The method of claim 9, wherein the one of the credit card and the charge card 
of the client is sponsored by the organization. 

13. (Original) The method of claim 9, wherein the one of the credit card and the charge card 
of the client is issued by the organization. 

14. (Currently Amended) The method of claim 1, further comprising: 
computing interest on a positive balance of the account to be paid to the client; 
determining whether on average the account has a positive balance; and[[,]] 

upon determining that on average the account has a positive balance, providing for no 
cost issuance of the charge for the requested fee for transmittal to the agency. 

15. (Currently Amended) The method of claim 1, further comprising: 

transmitting electronically data representing first information regarding the charge for the 
requested fee from the computer workstation to a fee computer system maintained by the 
organization; 

inputting second information regarding the charge received from an external source as 
data representing the second information into the fee computer system; and[[,]] 

reconciling electronically the data representing the first information regarding the charge 
with the data representing the second information regarding the charge at the fee computer 
system. 
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16. (Currently Amended) The method of claim 15, further comprising: 

generating data representing a fee invoice including the charge at the computer 

workstation and electronically transmitting the data representing the fee invoice to an accounting 

computer system maintained by the firm; 

generating a firm invoice including the charge at the fee computer system for delivery to 

the firmrm : and 

wherein the client invoice corresponds to the firm invoice such that payment by the client 
to the firm for the client invoice is used as payment by the firm to the organization for the firm 
invoice. 



17. (Currently Amended) A computer-implemented method for managing patent and 
trademark fees comprising: 

receiving notice of an event for a patent or trademark matter of a client of a law firm that 
will require a fee associated with the matter for payment to an agency by a due date; and[[,]] 

generating a client invoice including a charge for the requested fee to pre-fund the 
account maintained at least in part by an organization separate from the law firm such that upon 
payment by the client of the client invoice prior to the due date the account has a sufficient 
positive balance to cover the second fee. 

18. (Original) The method of claim 17, wherein the charge included on the second client 
invoice for the requested fee is less than the requested fee, the account having a positive balance 
less than the requested fee. 

19. (Original) The method of claim 17, wherein generating the second client invoice 
comprises generating the second client invoice at an accounting computer system of the firm. 

20. (Currently Amended) The method of claim 17, wherein generating the second client 
invoice comprises: 

generating the charge for the requested fee at a fee computer system of the organization; 
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transmitting data regarding the charge from the fee computer system to an accounting 
computer system of the firm; and[[,]] 

generating the second client invoice at the accounting computer system. 

21 . (Currently Amended) The method of claim 17, wherein receiving notice of the event 
comprises: 

receiving notice of the event at an accounting computer system of the firm; and[[,]] 
transmitting data regarding the event from the accounting computer system to a fee 
computer system of the organization. 

22. (Currently Amended) The method of claim 17, further comprising: 
computing interest on a positive balance of the account to be paid to the client; 
determining whether on average the account has a positive balance; and[[,]] 

upon determining that on average the account has a positive balance, providing for no 
cost issuance of a charge for a requested fee for transmittal to the agency. 

23. (Original) The method of claim 17, further comprising tracking a payment made by the 
client as covering one of an already made charge for a requested fee associated with a matter for 
payment to the agency and a charge to be made for a requested fee associated with a matter for 
payment to the agency. 

24. (Currently Amended) The method of claim 23, further comprising issuing a refund to the 
client for regular payment made thereby for charges to be made for the requested fees associated 
with a matter for payment to the agency. 

25. (Original) The method of claim 17, wherein payment made by the client comprises a 
charging of one of a credit card and a charge card of the client. 



26. (Original) The method of claim 25, wherein the charging is automatic. 
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27. (Original) The method of claim 25, wherein the one of the credit card and the charge 
card comprises one of a Visa card, a MasterCard card, an American Express card, an Optima 
card, and a Discover card. 



28. (Original) The method of claim 25, wherein the one of the credit card and the charge 
card of the client is sponsored by the organization. 

29. (Original) The method of claim 25, wherein the one of the credit card and the charge 
card of the client is issued by the organization. 

30. (Currently Amended) A computer-implemented method for managing patent and 
trademark fees comprising: 

generating invoices for already made charges for requested fees for patent or trademark 
matters for transmittal to an agency for clients of a tew firm, the charges payable against 
accounts maintained at least in part b y an organization separate from the law firm, each account 
corresponding to a client; 

generating invoices for charges to be made for requested fees for transmittal to the 
agency for clients of the law firm, the charges payable against the accounts maintained by the 
organization; and[[,]] 

tracking payments made by the clients as covering one of the already made charges and 
the charges to be made. 

3 1 . (Currently Amended) The method of claim 30, further comprising issuing refunds to the 
clients for regular payment made thereby for the charges to be made for the r equested fees 
associated with a matter for payment to the agency. 

32. (Currently Amended) The method of claim 30, further comprising: 

inputting identification information for a matter of a client of the firm and a requested fee 
associated with the matter for payment to the agency as data representing the identification 
information into a computer workstation; 
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issuing a charge for the requested fee at the computer workstation for transmittal to the 
agency, the charge payable against an account maintained by the organization separate from the 
firm; 

transmitting electronically data representing first information regarding the charge for the 
requested fee from the computer workstation to a fee computer system maintained by the 
organization; and[[,]] 

inputting second information regarding the charge received from an external source as 
data representing the second information into the fee computer system. 

33. (Currently Amended) The method of claim 32, further comprising: 
generating data representing a fee invoice including the charge at the computer 

workstation and electronically transmitting the data representing the fee invoice to an accounting 
computer system maintained by the firm; 

generating a client invoice including the fee invoice at the accounting computer system 
for delivery to the client; and[[,]] 

generating a firm invoice including the charge at the fee computer system for delivery to 
the firm, 

wherein the client invoice corresponds to the firm invoice such that payment by the client 
to the firm for the client invoice is used as payment by the firm to the organization for the firm 
invoice. 

34. (Original) The method of claim 33, wherein generating data representing a fee invoice 
comprises assigning a unique tracking number for each charge issued by the organization to the 
agency for the client of the firm. 

35. (Original) The method of claim 34, wherein generating the client invoice comprises 
including the unique tracking number for each charge issued on the client invoice, and 
generating the firm invoice comprises including the unique tracking number. 
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36. (Original) The method of claim 35, further comprising matching payments made by the 
client with the unique tracking numbers for the charges issued by the organization to the agency 
for the client to determine whether a given charge was 

prepaid by the client. 

37. (Original) The method of claim 33, wherein payment made by the client comprises a 
charging of one of a credit card and a charge card of the client. 

38. (Original) The method of claim 37, wherein the charging is automatic. 

39. (Original) The method of claim 37, wherein the one of the credit card and the charge 
card comprises one of a Visa card, a MasterCard card, an American Express card, an Optima 
card, and a Discover card. 

40. (Original) The method of claim 37, wherein the one of the credit card and the charge 
card of the client is sponsored by the organization. 

41 . (Original) The method of claim 37, wherein the one of the credit card and the charge 
card of the client is issued by the organization. 

42. (Currently Amended) A computer-implemented method for managing payables 
associated with clients of a law firm comprising: 

inputting identification information for a patent or trademark matter of a client of a law 
firm and a requested fee associated with the matter for payment to a vendor as data representing 
the identification information into a computer workstation; 

issuing a charge for the requested fee at the computer workstation for transmittal to the 
vendor, the charge payable against an account maintained at least in part by an organization 
separate from the firm; 
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transmitting electronically data representing first information regarding the charge for the 
requested fee from the computer workstation to a fee computer system maintained by the 
organization; 

inputting second information regarding the charge received from an external source as 
data representing the second information into the fee computer system; and[[,]] 

reconciling electronically the data representing the first information regarding the charge 
with the data representing the second information regarding the charge at the fee computer 
system. 

43. (Currently Amended) The method of claim 42, further comprising: 
generating data representing a fee invoice including the charge at the computer 

workstation and electronically transmitting the data representing the fee invoice to an accounting 
computer system maintained by the firm; 

generating a client invoice including the fee invoice at the accounting computer system 
for delivery to the client; and[[,]] 

generating a firm invoice including the charge at the fee computer system for delivery to 
the firm, 

wherein the client invoice corresponds to the firm invoice such that payment by the client 
to the firm for the client invoice is used as payment by the firm to the organization for the firm 
invoice. 

44. (Original) The method of claim 43, wherein payment made by the client comprises a 
charging of one of a credit card and a charge card of the client. 

45. (Original) The method of claim 44, wherein the charging is automatic. 

46. (Original) The method of claim 44, wherein the one of the credit card and the charge 
card comprises one of a Visa card, a MasterCard card, an American Express card, an Optima 
card, and a Discover card. 
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47. (Original) The method of claim 44, wherein the one of the credit card and the charge 
card of the client is sponsored by the organization. 



48. (Original) The method of claim 44, wherein the one of the credit card and the charge 
card of the client is issued by the organization. 



